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DETAILED ACTION 
Response to Arguments 

Applicant's arguments, filed 10/20/2006, with respect to the rejection(s) of 
claim(s) 3 and 4 under 35 U.S.C. 102(a or e) have been fully considered and are 
persuasive. Struck et al does not disclose a recording sheet comprising the disclosed 
copolymer. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made as detailed below. 

Applicant's arguments with respect to the rejection(s) of claim(s) 3-7 under 35 
U.S.C. 103(a) have been fully considered and are not persuasive. 

Applicant argues on p 10 that either Kawai et al or the combination of Kawai et al 
and Ali et al requires a crosslinking monomer to be present and that the disclosed 
crosslinking monomers do not correspond to either of the claimed monomers 
represented by formulae (1) and (2). Note that the claim language is open, reciting a 
sizing agent comprising a vinyl copolymer having repeat units of general formulae (1) 
and (2). The word "having" is considered by the Examiner to be equivalent to 
"comprising" and thus does not prohibit other monomeric units (i.e.-a crosslinking 
monomer) from being present. The referenced art meets the limitations of the claim by 
disclosing a polymer comprising at least a cationic monomer and a hydrophilic 
monomer and a ratio of the cationic to hydrophilic monomers that overlaps the claimed 
ratio. 

In regard to combining the disclosures of Kawai et al and Ali et al, Ali et al is only 
used to teach that it is known in the art that hydroxy alkyl(meth)acrylates and alkoxy 
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alkyl(meth)acrylates are hydrophilic monomers used in copolymers used in ink receptive 
coatings for recording sheets. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Struck et al (US 2003/0212183). 

Struck et al discloses a dispersion comprising a cationic copolymer dispersant 
that is added to the furnish as part of a retention aid in a papermaking process 
(Abstract; p 1 , par 2). The cationic copolymer dispersant comprises a cationic vinyl 
monomer (m3) (p 1, par 11). Preferred monomers are (meth)acryloyl-oxyethyl- 
trimethylammonium chloride (p 2, par 27 to p 3, par 28), which is described by formula 
(1) of the instant invention. The copolymer also comprises a second monomer (m4), 
preferred examples of which are methoxypolyethylene glycol methacrylate, 
poly(ethylene glycol) methyl ether acrylate, di(ethylene glycol) ethyl ether 
(meth)acrylate, ethylene glycol methyl ether (meth)acrylate, which are described by 
formula (2) of the instant invention (p 1 , par 1 1 ; p 3, par 29). The copolymer comprises 
80 to 99.9 mole percent of monomer m3 and 0.1 to 20% of monomer m4 (p 3, pars 28- 
29). The weight average molecular weight of the copolymer is from 20,000 to 5,000,000 
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g/mole (p 3, par 30). The disclosed copolymer significantly overlaps and thus 
anticipates the claimed copolymer. 

Polymeric additives to papermaking can simultaneously serve multiple purposes, 
thus the polymer of Struck et al is capable of serving as a dispersant as well as an 
engine sizing agent. 

Struck et al does not explicitly disclose a paper comprising the polymer. Struck 
et al does disclose a process for making paper wherein the copolymer is added to a 
papermaking suspension that contains fibers and fillers (pp 3-4, par 38). Applicant 
admits in the instant Disclosure that a plain paper is a recording medium (p 20, lines 1- 
2). It would have been obvious to one of ordinary skill in the art to make a paper by a 
method comprising adding the copolymer of Struck et al to the fibrous suspension and 
to use the paper as a recording paper. 

Claims 3-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kawai et al (6465078) in view of AN et al (5712027). 

Kawai et al discloses a recording sheet having an ink absorbing layer that 
comprises a cationic polymer having a cationic monomer, a crosslinking monomer and 
a hydrophilic monomer (Abstract; col 4, lines 1-9). The cationic monomer can be 
dimethylaminoethyl (meth)acrylate or other di-Ci^ alkylamino-Ci_ 3 alkyl (meth)acrylates 
quaternized with methyl chloride, which are described by formula (1) of the instant 
invention (col 4, lines 15-37). The hydrophilic monomers include, but are not limited to, 
hydroxyethyl (meth)acrylate, diethylene glycol mono(meth)acrylate and triethylene 
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glycol mono(meth)acrylate (col 5, lines 20-45). The cationic monomer can be present in 
an amount of 0.1 to 50% of the monomers and the hydrophilic monomer can be present 
in an amount of 0 to 50% of the total monomers (col 6, lines 16-30), thus the ratio of 
cationic to hydrophilic monomers [analogous to the claimed ratio (i):(ii)] can be 0.2:100 
to 100:0. The molecular weight of the copolymer can be from 2,000 to 1,000,000 and 
preferably from 10,000 to 500,000 (col 7, lines 1-4). The ink absorbing layer can be 
formed by coating the substrate (base paper) with the coating composition comprising 
the above copolymer (sizing agent) in a suitable solvent, such as water (col 12, lines 48- 
52). An example is given of a coating solution containing 86.5 parts (30 parts 
nonvolatile acrylate copolymer) and 700 parts other aqueous solution, or 3.8% by 
weight (col 14, lines 31-37). Other examples of coating solutions are disclosed, which 
contain the acrylate copolymer in an amount from 3 to 7.7% by weight (col 14, line 45 to 
col 15, line 24). 

Kawai et al does not disclose a hydrophilic monomer having an alkoxy 
polyethylene glycol group. 

Ali et al discloses a substrate having an ink receptive coating comprising a 
copolymer having hydrophilic monomers and teaches that hydrophilic monomers 
include hydroxy alkyl(meth)acrylates and alkoxy alkyl(meth)acrylates (Abstract; col 11, 
lines 38-46; col 12, lines 21-22 and 65-67). 

The art of Kawai et al, Ali et al and the instant invention are analogous as 
pertaining to coatings applied to printing or recording sheets. It would have been 
obvious to one of ordinary skill in the art to use an alkoxy alkyl(meth)acrylate (described 
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by formula 2 of the instant invention) as the hydrophilic monomer in the copolymer of 
Kawai et al in view of Ali et al as a functionally equivalent option. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis Cordray whose telephone number is 571-272- 
8244. The examiner can normally be reached on M - F, 7:30 -4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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